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DETAILED ACTION 

Election/Restrictions 

1 . This application contains claims directed to the following patentably distinct 
species of the claimed invention: 

Group I: Claims 7-9, 12, and 29-35 correspond to figures 1 and 2, wherein the 
invention is directed to inserting/replacing the commercials in their entirety. 

Group II: Claims 14-20 and 36-39 correspond to figure 3, wherein the invention is 
directed to the modification of the commercial itself. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Currently, claims 1-6, 10, 11, 13, and 21-28 are generic. 

Applicant is advised that a reply to this requirement must include an identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An argument that a claim 
is allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims 
are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 
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Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over 
the prior art, the evidence or admission may be used in a rejection under 35 
U.S.C. 103(a) of the other invention. 

2. During a telephone conversation with Craig Plastrik of record on 05 March 2004 
a provisional election was made to prosecute the invention of group I (the 
insertion/replacement of commercials in their entirety) of claims 7-9, 12, and 29-35. 
Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 14-20 and 36-39 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the Invention was known or used by others In this country, or patented or described in a printed 
publication In this or a foreign country, before the Invention thereof by the applicant for a patent. 

4. Claims 1-13, 21, 22, 25, 26, and 28 are rejected under 35 U.S.C. 102(a) as being 
anticipated by U.S. Patent 6,002,393 to Hite et al. 

Regarding claim 1 , Hite teaches instructions sent to the user (col. 4, II. 10-14). 
which reads on a selection factor for a user based on collected information on the user 
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(col. 3, II. 17-29), which then adapts the broadcast content to the selection factor (col. 4, 
II. 40-48; col. 5, II. 7-14). 

Regarding claim 2, Hite teaches a media origination facility synchronizing the 
adapted broadcast with other content (fig. 3, label 340, col. 8-9, II. 60-1). 

Regarding claim 3, Hite teaches gathering information from the user, and using 
the information to generate the instructions (claimed selection factor) (col. 2, II. 44-65, 
col. 3, II. 17-28). 

Regarding claim 4, Hite teaches tracking content selected by the recipient, by 
gathering viewer reactions (col. 3, II. 17-28), and using the information to generate 
additional selection factors such as relevant commercials and detailed information about 
the same product or service. 

Regarding claim 5, Hite teaches inputting information from a database (col. 7, II. 

7-35). 

Regarding claim 6, Hite teaches inputting information from the recipient via a 
user interface device (col. 3, II. 17-29, col. 10, II. 56-59). 

Regarding claim 7, Hite teaches inserting a commercial by tuning to the desired 
frequency (col. 4, II. 10-13; col. 4, II. 40-48) and by storing commercials in local storage 
(col. 5, II. 7-17), which equates to selecting a content segment. 

Regarding claim 8, Hite teaches storing selectable content segments in a local 
device (col. 5, II. 7-17; col. 9, II. 25-33). 

Regarding claim 9, Hite teaches transmitting the commercials to the local device 
(col. 5, II. 7-17). 
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Regarding claim 10, HIte teaches showing the entire commercial (col. 1 1 , II. 58- 
60), which equates to selecting an entire broadcast content. 

Regarding claim 1 1 , Hite teaches retrieving commercials from storage for display 
(col. 12, II. 3-27), which reads on "assembling content from a plurality of broadcast 
content segments according to the selection factor" 

Regarding claim 12, Hite teaches selecting the programs using the commercial 
processor (578), which selects the appropriate commercials for display (col. 4, II. 36-39). 

Regarding claim 13, Hite teaches selecting the programs using the commercial 
processor (578), which selects the appropriate commercials for display (col. 4, II. 36-39). 

Regarding claim 21 , Hite teaches a recipient as an individual (abstract, col. 1 , II. 

7-10). 

Regarding claim 22, Hite teaches gathering the identity of the individual (col. 6, II. 

9-13). 

Regarding claim 25, Hite teaches adjusting the selection factor to accommodate 
changes (col. 3, II. 17-29). 

Regarding claim 26, Hite teaches a consumer database, which has a selection 
factor including a plurality of components, each categorizes a user based on needs and 
wants (col. 7, II. 20-26), and using at least one category to generate a selection factor, 
using a programming database (col. 7, II. 36-41). 

Regarding claim 28, Hite teaches commercials, which equate to advertisements. 



Claim Rejections - 35 USC § 103 
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5. The following is a quotation of 35 U.S.C. 103(a) which fornns the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 23 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent 6,002,393 to Hite et al. in view of U.S. Patent 6,530,083 to Liebenow. 

Regarding claim 23, Hite teaches is silent on a group of individuals. Liebenow 
teaches individual profiles for a plurality of users and merging the profiles when a group 
is present (Abstract). Therefore, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to modify Hite by using a profile for a group 
as taught by Liebenow in order to provide the optimum settings for the group. 

Regarding claim 24, Hite is silent on gathering the identity of the group. 
Liebenow teaches identifying all the users to identify the group (col. 2, II. 50-57). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Hite by identifying the group as taught by Liebenow in 
order to provide the optimum settings for the group and enhance the viewing 
experience. 

7. Claims 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent 6,002,393 to Hite et al. 

Regarding claim 27, Hite is silent on data mining. Official Notice is taken that 
data mining is well known in the art. Therefore, it would have been obvious to one of 
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ordinary skill in the art at the time the invention was made to modify Hite by data mining 
in order to identify user patterns thereby more efficiently targeting programming to 
users. 



8. Claims 29-35 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent 6,002,393 to Hite et al. in view of U.S. Patent 5,600,366 to Schulman. 

Regarding claim 29, Hite teaches a local storage device (fig. 4, label 551), a 
commercial processor operably connected to a broadcast feed, storage device, and 
input device that reads on a selector (col. 4, II. 49-56; fig. 5, label 578, fig. 6); wherein 
the selector selects programming and commercials from storage; but is silent on a 
synchronization signal detector. Schulman teaches a cue detector (col. 7, II. 23-33), 
which equates to a synchronization signal detector. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to modify 
Hite by using a cue detector as taught by Schulman in order to seamlessly replace 
commercials in programming. 

Regarding claim 30, Hite teaches a commercial processor (578), which selects 
the appropriate commercials for display (col. 4, II. 36-39), thereby teaching selecting 
from the broadcast and storage, however, Hite is silent on the synchronization detector 
connected to the broadcast feed and the selector. Schulman teaches a cue detector, 
which equates to the synchronization signal detector operably coupled to the broadcast 
feed and selector (fig. 7, col. 7, II. 23-33). Therefore, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to modify Hite by coupling 
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the detector to the broadcast feed and the selector as taught by Schulman in order to 
receive and store programming while facilitating commercial insertions. 

Regarding claim 31, Hite teaches gathering information from the user, and using 
the information to generate the instructions (claimed selection factor) (col. 2, II. 44-65, 
col. 3, II. 17-28). 

Regarding claim 32, Hite teaches inputting information from a database (col. 7, II. 

7-35). 

Regarding claim 33, Hite teaches tracking content selected by the recipient, by 
gathering viewer reactions (col. 3, II. 17-28), and using the information to generate 
additional selection factors such as relevant commercials and detailed information about 
the same product or service. 

Regarding claim 34, Hite teaches inputting information from the recipient via a 
user interface device, wherein the selection is based on the user input (col. 3, II. 17-29, 
col. 10, 11.56-59). 

Regarding claim 35, Hite teaches commercials, which equate to advertisements. 



9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

10. U.S. Patent 5,758,257 to Herz et al. teaches clustering of profiles, profile 
management. 



Conclusion 
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1 1 . U.S. Patent 6,029,045 to Picco et al. teaches a local storage device for 
commercial insertion for a satellite system. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew Y. Koenig whose telephone number is (703) 
306-0399. The examiner can normally be reached on M-Th (7:30 - 6:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Faile can be reached on (703) 305-4380. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



